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SUPREME COURT ESTABLISHES
NEW DEFINITENESS TEST
The Supreme Court issued a unanimous ruling in Nau lus,
Inc. v. Biosig Instruments, Inc., No. 13‐369 572 U.S. 2014 to address
one previously unclear area for determining “definiteness” under 35
U.S.C. Sec on 112, Paragraph 2. The relevant text of 35 U.S.C. 112,
¶2 requires patent claims "par cularly poin ng out and dis nctly
claiming the subject ma er which the applicant regards as his in‐
ven¬ on." In its ruling, the Court reversed the Federal Circuit’s previ‐
ous test that a patent claim passes this threshold "only when it is
‘not amenable to construc on' or `insolubly ambiguous.'" 715 F. 3d
891, 898 (2013) (quo ng Datamize, LLC v. Plumtree So ware, Inc.,
417 F. 3d 1342, 1347 (CA Fed. 2005)).
The test defined by the Supreme is based on a suit wherein
Biosig sued Nau lus for infringement of U.S. Patent No. 5,337,753
which is directed to a heart rate monitoring device for use during
exercise. The patent purports to address the problem of inaccurate
heart rate measurement during exercise because signals generated
by skeletal muscle ac vity mask signals generated by the heart, im‐
peding their accurate measurement. Claim 1 of the `753 patent de‐
fines a heart‐rate monitor contained within a hollow cylindrical bar
that a user holds with both hands so that each hand contacts two
electrodes, one "live" and one "common" … “in spaced rela onship
with each other.” The contemplated placement of the bar, was, e.g.,
near the handle bar for an exercise bike or comparable loca on on a
stair‐climbing machine. Claim 1 includes, among other elements: an
"elongate member" (cylindrical bar); "electronic circuitry including a
diﬀerence amplifier" (to cancel the opposing phase signals); and, on
each half of the cylindrical bar, a live electrode and a common elec‐
trode "mounted ... in spaced rela onship with each other." At issue
in the case was whether the term "in spaced rela onship with each
other" was indefinite.
The lower court construed the term "spaced rela onship"
to mean that "there is a defined rela onship between the live elec‐
trode and the common electrode on one side of the cylindrical bar
and the same or a diﬀerent defined rela onship between the live
electrode and the common electrode on the other side of the cylin‐
drical bar." The lower court then granted a summary judgment re‐
quest by the alleged infringer Nau lus sta ng the patent claim was
invalid for indefiniteness because the patent "did not tell anyone
what precisely the space should be" or even supply "any parameters"
for determining the appropriate spacing.
Biosig, the owner of the patent, appealed to the Federal
Circuit who reversed the lower court ruling applying its own test and
reasoning that the distance between the live and common elec‐
trodes could not be further apart than the width of the user's hands,
while the distance could also not be so small as to eﬀec vely com‐
bine the live and common electrodes into one. Nau lus then ap‐
pealed to the Supreme Court. Ul mately, the Supreme Court vacated

the Federal Circuit's opinion and remanded for the lower courts to
apply the new test.
While the Supreme Court defined the new test, the Court
rejected Nau lus' posi on that a claim is indefinite if it is
"ambiguous, such that readers could reasonably interpret the claim's
scope diﬀerently." The Court cites its prior opinions in Eibel Process
Co. v. Minnesota & Ontario Paper Co., 261 U.S. 45 (1923) (upholding
as definite a patent for an improvement to a paper‐making machine,
which provided that a wire be placed at a "high" or "substan al ele‐
va on," where "readers ... skilled in the art of paper making and
versed in the use of the ... machine" would have "no diﬃculty ... in
determining ... the substan al [eleva on] needed" for the machine

